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DETAILED ACTION 



Claim Status 



5 Claims 1-6 are cancelled. Claims 7, 8, 10, 13, 15, 17, 18, 20, 25, 26, 28, 31, and 

33 have been amended. New Claims 37 and 38 have been added. Claims 7-38 are 
currently pending. 



Claim Rejections - 35 USC §112 



10 



The following is a quotation of the first paragraph of35U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
1 5 set forth the best mode contemplated by the inventor of carrying out his invention. 



Claims 7-38 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
20 was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Any analysis of whether a particular claim is supported by the disclosure in an 
application requires a determination of whether that disclosure, when filed, contained 
25 sufficient information regarding the subject matter of the claims as to enable one skilled 
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in the pertinent art to make and use the claimed invention. The standard for determining 
whether the specification meets the enablement requirement was cast in the Supreme 
Court decision of Mineral Separation v. Hyde, 242 U.S. 261 , 270 (1 91 6) which postured 
the question: is the experimentation needed to practice the invention undue or 
unreasonable? That standard is still the one to be applied. In re Wands, 858 F.2d 731 , 
737, 8 USPQ2d 1400, 1404 (Fed. Cir. 1988). Accordingly, even though the statute does 
not use the term "undue experimentation," it has been interpreted to require that the 
claimed invention be enabled so that any person skilled in the art can make and use the 
invention without undue experimentation. In re Wands, 858 F.2d at 737, 8 USPQ2d at 
1404 (Fed. Cir. 1988). 

There are many factors to be considered when determining whether there is 
sufficient evidence to support a determination that a disclosure does not satisfy the 
enablement requirement and whether any necessary experimentation is "undue." These 
factors include, but are not limited to: 

(A) The breadth of the claims; 

(B) The nature of the invention; 

(C) The state of the prior art; 

(D) The level of one of ordinary skill; 

(E) The level of predictability in the art; 

(F) The amount of direction provided by the inventor; 

(G) The existence of working examples; and 
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(H) The quantity of experimentation needed to make or use the invention 
based on the content of the disclosure. In re Wands, 858 F.2d 731, 737, 8 USPQ2d 
1400, 1404 (Fed. Cir. 1988). 

Independent Claims 7, 17, and 25 have been amended to require an amorphous 
5 polyester resin (I) "reacted partially with" a reactive compound (II). Newly presented 
Claim 38 additionally requires "partially reacting" (I) with (II). The claims are sufficiently 
broad to include compositions wherein only a portion of all molecules making up (I) are 
reacted with (II) and compositions wherein all molecules making up (I) react with (II), but 
wherein only a portion of functional groups within a multifunctional molecule are 

10 reacted. These are two entirely different scenarios, and will result in materially different 
products. Furthermore, neither an amount making up the partial portion of (I) nor a 
percentage of total functional groups to be reacted is included in or defined by Claims 7, 
1 7, 25, or 38 or any of their dependent claims, thus allowing for a vast number of 
combinations and resulting products. 

15 The applicant points to page 5, lines 7-1 1 for support of this newly added 

limitation. This portion of the specification is reproduced below: 

Laordcrtc ttt t le sk I i I epr&s it invents tnJsns ! i ts 
<-•* J t l u. I 1 i t r , j ( > 1 , 

i >'! ' l v 1 - I I ' ' , i Tl t 1 Si I T , [ 

1 o < 1 ni o iyanate g $up per one m> c * j mg a weight 

.10 4v< < ; tt -.Li T ' ) r IGi L- th i 1 _ .,' ; . [ n r '1(11 11 - ' vt] « i i 

a pat of the tr i n i 1 >imd b modifier im an amorphous 

i U } as^oi a msUlUirti poivesler iewr. . n nr 1 I n - ^h<-} e^ikd 
) t mp stsoB f the j>re eei invention 
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Particularly, lines 10-1 1 recite the phrase "to react a part of them". This is the only 
portion of the specification which makes any mention of any sort of partial reaction. As 
with the claims discussed above, the specification is sufficiently vague to include 
compositions wherein only a portion of all molecules making up (I) are reacted with (II) 
5 and compositions wherein all molecules making up (I) react with (II), but wherein only a 
portion of functional groups within a multifunctional molecule are reacted. Based on this 
level of instruction, one of ordinary skill in the art would not have any reasonable 
expectation of success when attempting to carry out the claimed invention. 

The working examples presented in the instant specification fail to provide any 
10 further clarification with respect to the phrases "partially reacted with" or "partially 
reacting" recited by the instant claims. Example 1 illustrates the reaction of an 
amorphous polyester resin with a reactive compound (p. 22, lines 17-25): 

<Kx3ffijpk-. I > 

i n„ <\ \h^ii\\i\t % u.pat^ne nl n par U %t ■ i .(,1 v - u FiQiwy»eanc acid 
esiet were mixed, the m vu» u <t> melted srsd kneaded with m extruder (I./D - : 30, 
icevv^df it 2 Mir ul'kiii v. .t . *c i if %w i AianU'io! nuTxrrt 
3Urpm, aac ■ < h , tv t :.-r-,svi t. of :j t C ^ n ^Aw c ; >tfif £ t s 
no 2Je, cooLi >t , tc aiwi w t< i.rx xU «x k lim f t iir i 
polyester 

This example does not appear to involve a partial reaction of any sort. If a partial 
1 5 reaction does take place, it is not at once apparent to one of ordinary skill in the art. 
There is no mention of controlling conditions to ensure that only partial reaction occurs. 
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Additionally, there is no monitoring of reaction progress to indicate the degree or extent 
to which the polyester resin and reactive compound have reacted with one another. 

Example 10 illustrates the only other example involving reaction of an amorphous 
polyester resin with a reactive compound (p. 29, lines 8-16): 

^Example K')> 

90 parts by weight of an amorphous polyester resk (8) m.d 10 parts by wpgbl 
v ' ,n iiiH/irm.ul ti p nut ^ e nA kn id^J At^ it u\ rua^ff 

(L/D * 30, screw di*jftet«r=» 20 mn% Ml %ht t compression ratio 2.0) set at rotation 
"i-wif.'^ r i >nJ i lU ature of WC, extruded ioto a string 

through a nozafc, and cot with a catfer "m water to obtain a pdteized modifier for a 
polyester resin. Then. 20- P »ns by wdghi of the resulting madder for & polyester '.emu 
dM &r. i^rfN 'f-v v J >> repr u" t>> i K r.c ^pNti t- t >-' »>\ ^, PFT 
5 YPR Hake) were di y -blended, sod the felbwbg various moldings we performed 

Example 10 does not appear to involve a partial reaction of any sort, similar to Example 

1 , and similarly fails to convey to one of ordinary skill in the art a means for partially 

reacting or a way of determining when the two components have reacted sufficiently. 

The prior art (see, for example, US Pat. No. 7,084,214 to Shiga, cited and 

10 discussed in detail in the previous action) does not teach partially reacting polyester 
resins similar to (I) with reactive compounds similar to (II) in sufficient detail to convey 
the meaning of the term in question to one of ordinary skill in the art. Additionally, the 
nature of chemistry, and particularly polymer chemistry, is highly unpredictable. One of 
ordinary skill in the art would not have any reasonable expection of success when 

15 attempting to carry out the present invention as claimed. 

As discussed above, the phrases "partially reacted with" or "partially reacting" 
recited by the instant claims are not sufficiently described within the specification in 



15 
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such a way as to enable one skilled in the art to which it pertains, or with which it is 
most nearly connected, to make and/or use the invention. Based on the lack of 
direction provided within the specification, the failure of the working examples to remedy 
this lack of direction, the state of the prior art, and the high degree of unpredictability 
within the art of polymer chemistry, the claimed invention is not enabled so that any 
person skilled in the art can make and use the invention without undue experimentation. 

Claims 8-16 depend from Claim 7; Claims 18-24 depend from Claim 17; and 
Claims 26-37 depend from Claim 25. Thus, these dependent claims are similarly 
rejected for failing to comply with the enablement requirement. 

The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 



Claims 7-38 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Independent Claims 7, 17, and 25 have been amended to require an amorphous 
20 polyester resin (I) "reacted partially with" a reactive compound (II). Newly presented 
Claim 38 additionally requires "partially reacting" (I) with (II). 

The newly added limitations are sufficiently broad to include a number of 
compositions, including compositions wherein only a portion of all molecules making up 
(I) are reacted with (II), as well as compositions wherein all molecules making up (I) 
25 react with (II), but wherein only a portion of functional groups within a multifunctional 
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molecule are reacted. These are two entirely different scenarios, and will result in 
materially different products. It is unclear what type of partial reaction is to occur in 
order to satisfy the claims. Thus, Claims 7, 17, 25, and 38 are indefinite. 

Claims 8-16 depend from Claim 7; Claims 18-24 depend from Claim 17; and 
5 Claims 26-37 depend from Claim 25. Thus, these dependent claims are similarly 
indefinite. 

Response to Arguments 

10 Applicant's arguments with respect to claims 7-36 have been considered but are 

moot in view of the new grounds of rejection. 

Pertinent Prior Art 

15 The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure is as follows: 

Pratt et al (US Pat. No. 5,314,948) teaches thermoplastic polyester, copolyester, 
and polyblend molding compositions impact-modified by glycidyl methacrylate grafted 
EPDM (Abstract). Pratt states that a most important concept of this invention resides in 

20 the inclusion of a fraction of a polyester matrix resin as a component for concurrent 
reaction with the components of this epoxy-functional reactive compound to produce 
what can be referred to as a "masterbatch", adapted subsequently to be blended with 
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the remainder of the matrix resin (col. 1 5, lines 20-26). In the absence of the small 
amount of the polyester (matrix) resin, the impact modifier tends to agglomerate making 
it difficult in subsequent processing such as handling, measuring, and mixing the 
modifier with the matrix resin for uniform dispersion therein. The inclusion of the 
5 polyester resin in the reaction results in a pliable product that can be easily reduced to 
particulate form for handling and distributing in subsequent processing steps (col. 15, 
lines 1 7-36). In addition, it has been found that the presence of a small amount of the 
matrix resin as a component of the reaction results in reaction which differs somewhat 
from the reaction that takes place in the absence of the polyester, and results in a 

10 masterbatch which appears to provide for a better blend with the matrix resin with which 
it is subsequently combined to provide an improved thermoplastic composition having 
improved properties (col. 15, lines 37-45). 

Thus, Pratt teaches that it is preferable to react a polyester with an epoxy- 
functional reactive compound prior to mixing with a polyester resin. Pratt further 

15 teaches that variations to this idea may be applied, such as the use of a variety of 

polyester resins and modifiers comprising different monomers (col. 15, line 63 - col. 16, 
line 14). Pratt does not disclose whether the polyester reacts fully or partially with the 
reactive compound. 



20 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
5 § 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 

1 0 mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

15 Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to ROBERT JONES JR. whose telephone number is 
(571 )270-7733. The examiner can normally be reached on Monday - Thursday, 9 AM - 
5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
20 supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
5 For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

10 

RSJ 

/David Wu/ 

15 Supervisory Patent Examiner, Art Unit 1796 



